
United States Bvtent and TkAPEMAFtK Office 



UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 

www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/996,343 




11/28/2001 


Gunnar J. Hanson 


2676/07 


3226 


7590 


09/1 1/2002 









Phannacia Corporation 
Corporate Patent Department 
800 North Lindbergh - 04E 
St. Louis, MO 63167 



EXAMINER 



SHIPPEN, MICHAEL L 



ART UNIT 



PAPER NUMBER 



1621 



DATE MAILED: 09/1 1/2002 



Please find below and/or attached an Office communication concerning this appHcation or proceeding. 



PTO-90C (Rev. 07-01) 



Offic Action Summary 



Application No. 

09/996,343 



Examiner 

MICHAEL L SHIPPEN 



Applicant(s) 

HANSON ET AL. 



Art Unit 

1621 



- The MAILING DATE of this c mmunlcation appears on th cover sheet with the c rrespondenc address- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- EJrtensions of time^^^ available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

" FaTre to^f D^v w»hi5^ fhP "fMnf^vtnH^?^ f ^'"f^'S' "T?^. """^ ^"^ ^^"''^ ^'^ ""^^'"3 date of this communication. 

Failure o reply within the set or extended penod for reply will, by statute, cause the application to become ABANDONED (35 U S C 5 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenn adjustment. See 37 CFR 1.704(b) ^ 

Status 

1)0 Responsive to communication(s) filed on . 



2a)n This action is FINAL. 2b)|El This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 453 O G 213 
Disposition of Claims 

4) ^ Claim(s) 37:47 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IE1 Claim{s) 37-47 is/are rejected. 

Ciaim(s) is/are objected to. 

8) n Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required In reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 

1) S Notice of References Cited (PTO-892) , 4) Q mterview Summary (PTO-413) Paper No(s) 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infomial Patent Application (PTO-liiT" ' 

3) LJ Infonmation Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office ~ ~ ■ 

PTO-326 (Rev. 04-01) Offic Acti n Summary 
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Part 111 DETAILED ACTION 

Specification 

The status of copending applications should be updated in the specification. 

The amendment filed November 28, 2001 Is objected to under 35 U.S.C. 132 
because it introduces new matter into the disclosure. 35 U.S.C. 132 states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: The reference to 
"prevention" in the new abstract lacks basis in the specification as filed. 

Applicant is required to cancel the new matter In the reply to this Office Action. 

Applicants are reminded that 37 CFR 1.121(b)(1)(iii) requires that a separate 
version of the replacement paragraph(s) accompany any amendment to the 
specification showing the changes relative to the previous version. Applicants failed to 
provide separate marked up version of the substitute abstract. It is requested that 
applicants supply the required marked up version in response to this action. 

Double Patenting^ 

Claims 37-47 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 23-33 



' The obviousness-type double patenting rejection is a judicially established doctrine based upon 
public policy and is primarily intended to prevent prolongation of the Patent term by prohibiting cl^^ 
second patent not patentably distinct from claims in a first patent. In re Vogel, 164 USPQ 619 (CCPA 
1970) A timely filed terminal disclaimer in compliance with 37 C.F.R. § 1.321(b) would overcome an 
actual or provisional rejection on this ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 C.F.R. § 1 .78(d). 



Application/Control Number: 09/996 343 

Art Unit: 1621 ' ^ 

of U.S. Patent No. 5.223,535. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because 1) the claims clearly overlap and 2) the 
claims read on obvious variants such as homologues and isomers. 

Claims 37-47 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-11 of U.S. Patent No. 
6.342.642. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because 1) the claims clearly overlap and 2) the claims read on 
obvious variants such as homologues and isomers. 

Claim Rejections - 35 USC §11^ 
Claims 37-47 are rejected under 35 U.S.C. § 112. first paragraph. The claimed 
embodiment of "prevention" lacks description and enablement in the specification as 
filed. There is simply no indication that the compounds are capable of prevention of any 
and all the disorders within the purview of the claims. Nor is there any indication of how 
one carry out such a method of prevention in the specification. 



forL rll^^nt^:^^^ ^ - -^ C. ,112 that for. the basis 
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Art Unit: 1621 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael L. Shippen whose telephone number is (703) 
308-4635. The Examiner's normal tour of duty is 7:30 AM to 4:00 PM. Any inquiry of a 
general nature or relating to the status of this application should be directed to the 
Group receptionist whose telephone number is (703) 308-1235. The official group FAX 
machine number is (703) 308-4556. 



MShippen 
September 9, 2002 




MICHAEL L. SHIPPEN 
PRIMARY EXAMINER 
ART UNIT 1621 



